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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious 
at the time the invention was made to a person having ordinary skill in the art to which said 
subject matter pertains. Patentability shall not be negatived by the manner in which the invention 
was made. 

Claims 1,4-11,13, 16-23, 25, 28-35 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Herz in view of Johnsen (US 5,250,789). 

Claim 1. Herz teaches a computer-implemented method for automatic 
determination of customized prices and promotions comprising: 

receiving, from an input device, a user ID of the user [0026]; 

retrieving, in dependence upon the user ID, a user purchase history from a 
database [0021]; 

creating, by a processor, a shopping list for the user in dependence upon the 
user purchase history [0005]; 

sending, by the processor, the shopping list to the user [0005]. 

However Herz does not teach retrieving a store location of an item and inserting 
the store location of the item in the shopping list. 



Application/Control Number: 10/682,388 Page 3 

Art Unit: 3625 

Johnsen teaches a method for displaying a shopping list to the user wherein the 
store location for each item in the shopping list is obtained and displayed to the user 
(col. 4, lines 53-63). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Herz to include retrieving a store location of an item and 
inserting the store location of the item in the shopping list, as disclosed in Johnsen, 
because it would advantageously allow to organize and display a customer's shopping 
list, thereby increasing customer service, as specifically taught by Johnsen (col. 4, lines 
40-43). 

Claim 4, Herz teaches said method wherein creating a shopping list for the user 
in dependence upon a user purchase history comprises inserting a coupon in the 
shopping list [0020]. 

Claim 5. Herz teaches said method wherein creating a shopping list for the user 
in dependence upon a user purchase history comprises inserting an advertisement in 
the shopping list [0005], [0027]. 

Claim 6. Herz teaches said method wherein the advertisement comprises an 
advertisement for an item not included in the user purchase history [0251]. 

Claim 7. Herz teaches said method wherein creating a shopping list comprises 
prioritizing at least one of a plurality of shopping items [0252]. 
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Claim 8. Herz teaches said method wherein prioritizing at least one of a plurality 
of shopping items comprises prioritizing at least one of a plurality of shopping items in 
dependence upon a store location of the shopping item [0313]. 

Claim 9, Herz teaches said method wherein prioritizing at least one of a plurality 
of shopping items comprises prioritizing at least one of a plurality of shopping items in 
dependence upon the price of the shopping item [0024]. 

Claim 10. Herz teaches said method wherein creating a shopping list for the user 
in dependence upon a user purchase history comprises inserting a suggested item into 
the shopping list [0024]. 

Claim 11. Herz teaches said method wherein inserting a suggested item into the 
shopping list comprises inserting an alternative item in the shopping list in dependence 
upon an item in the user purchase history ([0246]; "the vendor will be willing to make 
alternative versions of the offer available to the shopper"). 

Claims 13, 16-23, 25, 28-35 are rejected on the same rationale as set forth 
above in Claims 1,3-11. 

Claims 2, 12, 14, 24, 26 and 36 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over the combination of Herz and Johnsen, as applied to claim 1, 
and further in view of Vanska et al. (hereinafter Vanska) (US 2004/0093274). 
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Claim 2. The combination of Herz and Johnsen teaches all the limitations of 
claim 2 except retrieving a user purchase history comprises retrieving, in dependence 
upon the current date, a user purchase history that substantially repeats on or near the 
current date. 

Vanska teaches a method for facilitating a shopping experience wherein 
retrieving a user purchase history comprises retrieving, in dependence upon the current 
date, a user purchase history that substantially repeats on or near the current date 
[0009]; [0028]. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Herz and Johnsen to include retrieving a user purchase 
history comprises retrieving, in dependence upon the current date, a user purchase 
history that substantially repeats on or near the current date, as disclosed in Vanska, 
because it would ensure to obtain the most current demographic information about the 
user thereby allowing to create the most accurate shopping list for the user. 

Claim 12. The combination of Herz and Johnsen teaches all the limitations of 
claim 12 except inserting a suggested item into the shopping list comprises inserting an 
item in the shopping list that is in stock in dependence upon an item in the user 
purchase history that is out of stock. 

Vanska teaches a method for facilitating a shopping experience comprising 
inserting a suggested item into the shopping list comprises inserting an item in the 
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shopping list that is in stock in dependence upon an item in the user purchase history 
that is out of stock [0045]. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Herz and Johnsen to include inserting a suggested item 
into the shopping list comprises inserting an item in the shopping list that is in stock in 
dependence upon an item in the user purchase history that is out of stock, as disclosed 
in Vanska, because it would allow to avoid any delays in delivering the purchased items 
to the customer. 

Claims 14, 24, 26 and 36 are rejected on the same rationale as set forth above 
in Claims 2 and 12. 

Response to Arguments 

Applicant's arguments filed 08/15/2006 have been fully considered but they are 
not persuasive. 

In response to Applicant's argument that "Johnson does not teach retrieving a 
store location of an item and inserting the store location of the item in the shopping list, 
it is noted that Johnson does, in fact, teach said feature. Specifically, Johnson teaches: 
"The display system is in communication with a database to obtain the store location for 
each item in the shopping list. An organizing program is operable in the display system 
for organizing the shopping list in order of the store location for the items on the list 
(col. 4, lines 53-63). 
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In response to Applicants argument that the prior art does not teach: "creating, 

by a processor, a shopping list of the user in dependence upon the user purchase 

history 1 , it is noted that Herz teaches said feature. Specifically, Herz teaches: 

[0262] The methods described above for maximizing profit by selecting 
promotions using groupings of shoppers based on the history of their 
purchases and their responses to promotions is ideally suited for use in 
stores with point-of-sale (POS) scanning devices. Shoppers are issued 
identity cards or other ID devices so that when they make purchases, 
record can be kept at what each shopper has purchased. These records 
are then used to generate promotions, including price discounts (e.g., by 
coupons), advertisements (e.g., recipes using featured food products), or 
information (e.g., a suggested shopping list) . Typically some combination 
of these will be used. 



Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mila Airapetian whose telephone number is (571) 272- 
3202. The examiner can normally be reached on Monday-Friday 9:30 am - 6:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeffrey A. Smith can be reached on (571) 272-6763. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
MA 




